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DETAILED ACTION 
Claim Rejections - 35 U.S.C. § 112 

Claims 5 and 14 are is rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 5 recites "the desired temperature" in line 1 , thus lacks proper antecedent basis. 
The examiner suggests the claim should depend from claim 4 to correct this. 
Claim 14 recites "the resistors" in line 1 , thus lacks proper antecedent basis. The 
examiner suggests the claim should be changed to "resistive heating element" to 
correct this. 

Claim Rejections - 35 U.S.C. § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
' invention was made to a person having oi-dinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6, 8-10 and 32-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muller et al. (6,524,308). 

Muller et al. disclose an applicator and its method of use that delivers energy 
comprising: 

an applicator body (Figure 3) comprising a proximal portion and a distal portion; 
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an electrode surface (32 or 33) on the distal portion of the applicator body for 
delivering therapeutic electrical energy therethrough; 

a conduit that delivers a coolant on a path through at least a part of the distal 
portion of the applicator body; and 

one or hnore heating elements thermally coupled, from within the applicator body, 
to the distal portion of the applicator body and entirely beneath the electrode 
surface to deliver a heating energy to the coolant in the conduit, wherein the energy is 
sufficient to heat the coolant so that the electrode surface is at a desired temperature 
(col. 1, line 50-col. 2, line 36, col. 6, lines 20-44 and col. 7, line 29-col. 8, line 38). Note 
that col. 2, line 34-35, recite the electrode has a thermoelectric heating/cooling device in 
the form of a combination of resistance heaters and Peltier elements. This is interpreted 
as the back surface of the electrode has these elements thermally attached, thus the 
claim language above of "one or more heating elements thermally coupled, from within 
the applicator body, to the distal portion of the applicator body and entirely beneath the 
electrode. In col. 2, lines 25-32, Muller et al. disclose other alternative coolants can be 
used including compressed gas and carbon dioxide (assumed to be in gaseous form) 
and implying that other well known coolants could also be used, such as refrigerants 
(including R134a). Thus it would be obvious to a skillful artisan to modify the device of 
Muller et al. with such an alternative equivalent as R134a. 

Further to claims 8-10 and 32-34, Muller et al. disclose providing a temperature sensor 
connected to a controller to regulate the temperature of the heaters by a feedback loop 
that increases or decreases the power level of the energy to the electrode as required. 
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Allowable Subject Matter 

Claims 2-4, 15, 16, 19-22 and 24-30 are allowed. 

Claims 11-13 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claims 5 and 14 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth In this Office action and to Include all of 
the limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy D. Gibson whose telephone number is 571-272- 
4767. The examiner can normally be reached on Tu-Th, 7:30 am-4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on 571-272-4764. The fax phone number for 
the organization where this application or proceeding Is assigned Is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. r 
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Primary Examiner 
Art Unit 3739 
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